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Election/Restrictions 

1 . Applicant's election of claims 25-35 in the reply filed on 1 1/7/05 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse (MPEP 
§ 818.03(a)). 

Response to Amendment 

2. In the amendment filed 1 1/7/05, the following has occurred: claims 1§24 and 36-72 have 
been withdrawn. Now, claims 25-35 are presented for examination. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 33-35 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

5. Claim 33 is directed to storing data associated with a plurality of insurance claims. 
However, the recited steps of merely receiving data insurance claim systems and storing the 
data in a particular format defines nothing more than functional descriptive material in the form 
of a data structure perse. Therefore, because the claimed data structure is in no way tangible 
embodied, claim 33 is directed to non-statutory subject matter (see MPEP 2106). 

6. In addition, claims 34 and 35, which depend from claim 33, are also directed to 
functional descriptive material and, therefore, are non-statutory subject matter. 
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Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 28-32 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

9. Claim 28 recites the phrase "a subset of the retrieved profiles" at line 9. Because claim 
28 does not recite any step of retrieving profiles, nor is there any recitation of even a plurality of 
profiles, this phrase lacks proper antecedent basis in the claim. It is also unclear what the 
subset refers to given this lack of antecedent basis. For Examination purposes, the Examiner 
will disregard this aspect of the recited limitations and only address the limitations directed to 
the "profile of a potential assignee." 

10. Claims 29-32 are rejected for the same reasons as claim 28 through dependency. 



Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

12. Claims are rejected under 35 U.S.C. 102(e) as being anticipated by Borghesi et al., U.S. 



Patent No. 5,950,169. 
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13. As per claim 25, Borghesi teaches a computer implemented method of determining a 
type of assignee to whom to assign an insurance claim, the method comprising: receiving data 
related to the insurance claim, the data comprising a plurality of data elements, a data element 
serving as an assignment criterion (see column 9, lines 22-29); determining a score of a data 
element, the score responsive to scoring rules (see column 13, lines 18-20; the Examiner 
interprets the "threshold total valuation number" to be a type of score as recited); determining a 
score of the insurance claim responsive to a score of at least one data element (see column 13, 
lines 18-20); determining a priority of the insurance claim according to the score of the 
insurance claim (see column 13, lines 14-18; the Examiner interprets the determination that total 
cost is approaching the threshold to be a type of determining a priority as recited); determining a 
class of the insurance claim according to classing rules (see column 12, lines 14-19 and column 

13. lines 12-15; the Examiner interprets the type of vehicle to be a type of the recited class since 
it is used to determine values for the claim); and determining a type of assignee to whom to 
assign the insurance claim according to the application of business rules to the score of the 
insurance claim and the class of the insurance claim, wherein the business rules weight the 
class more highly than the score (see column 13, lines 49-53). 

14. As per claim 26, Borghesi teaches the method of claim 25 as described above. 
Borghesi further teaches determining an order in which to process the insurance claim 
according to the application of a business rule to the priority of the insurance claim (see column 
12, lines 16-19). 

15. As per claim 27, Borghesi teaches the method of claim 25 as described above. 
Borghesi further teaches a type of assignee comprises one of repair facility, independent 
appraiser, staff appraiser, and rental car provider (see column 9, lines 24-29). 
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16. As per claim 28, Borghesi teaches a computer implemented method of assigning an 
insurance claim to an assignee, the method comprising: receiving data related to the insurance 
claim, the data identifying a type of assignee to whom to assign the insurance claim (see 
column 9, lines 21-29); retrieving a profile of a potential assignee, the potential assignee being 
of the received type (see column 1 1 , lines 5-7); determining a score of the retrieved profile 
according to the application of a business rule to the insurance claim data and the retrieved 
profile (see column 13, lines 12-20); determining the capacity of a potential assignee to accept 
the insurance claim (see column 13, lines 20-23); assigning the insurance claim to the 
determined potential assignee (see column 13, lines 49-53). 

17. As per claim 30, Borghesi teaches the method of claim 28 as described above. 
Borghesi further teaches retrieving a capacity of the potential assignee from a database, the 
database storing data about the potential assignee (see column 9, lines 25-30). 

18. As per claim 31, Borghesi teaches the method of claim 28 as described above. 
Borghesi further teaches estimating the capacity of the potential assignee responsive to a 
plurality of transaction data stored in a database (see column 12, lines 37-44). 

19. As per claim 32, Borghesi teaches the method of claim 28 as described above. 
Borghesi further teaches prior to assigning the insurance claim to the determined potential 
assignee, receiving authorization from a user to assign the insurance claim to the determined 
potential assignee, the user being the beneficiary of the insurance claim (see column 16, liens 
43-49). 

20. As per claim 33, Borghesi teaches a computer implemented method of creating a 
database that stores data associated with a plurality of insurance claims, the method 
comprising: receiving data from a plurality of different insurance claim systems, the plurality of 
different insurance claim systems comprising a system to obtain initial insurance claim data (see 
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column 2, lines 41-43), a system to determine an assignee to whom to assign an insurance 
claim (see column 6, lines 1-5), and a system to access, manage, and process insurance claim 
data, the data comprising administrative information, estimate data, and transactional data (see 
column 9, lines 18-33); and storing the data in a data format that is usable by a plurality of 
insurance claim systems, the plurality of different insurance claim systems comprising a system 
to obtain initial insurance claim data (see column 2, lines 41-43), a system to determine an 
assignee to whom to assign an insurance claim (see column 6, lines 1-5), and a system to 
access, manage, and process insurance claim data (see column 9, lines 18-33). 

21. As per claim 34, Borghesi teaches the method of claim 33 as described above. 
Borghesi further teaches requesting data from the plurality of different insurance claim systems 
prior to receiving data from the plurality of different insurance claim systems (see column 15, 
line 64 - column 16, line 22). 

22. As per claim 35, Borghesi teaches the method of claim 33 as described above. 
Borghesi further teaches storing a subset of the plurality of data in an uneditable format that 
prevents a user from tampering with the data (see column 14, lines 9-22). 



Claim Rejections - 35 USC § 103 

23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

24. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Borghesi et al., 



U.S. Patent No. 5,950,169 in view of Brooks et al., U.S. Patent No. 6,950,801. 
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25. As per claim 29, Borghesi teaches the method of claim 28 as described above. 
Borghesi does not explicitly teach a customer satisfaction index score for a potential assignee. 
Brooks teaches associating a customer satisfaction index score with potential vehicle repair 
facilities (see column 9, lines 12-13). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to incorporate such data into the system of Borghesi. One of 
ordinary skill in the art would have been motivated to incorporate such data for the purpose of 
enhancing the process of assigning claims to the best automotive repair facilities in Borghesi 
(see column 2, lines 50-56 of Brooks). 

Conclusion 

26. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• Donovan teaches an automated insurance claim repricing system. 

• McCormack teaches automatically identifying and assigning reinsurance claims. 

27. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Luke Gilligan whose telephone number is (571) 272-6770. The examiner 
can normally be reached on Monday-Friday 8am-5:30pm. 

28. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on (571) 272-6776. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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29. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



1/19/05 




-C.WKB GILLIGAN 
PATENT EXAMINER 



